
HOW TO WRITE A METHOD PATENT CLAIM

The preamble states whether the claim is for an apparatus or a method. Here it is an apparatus claim. To be more
straightforward, the writing instrument claim.

Process for memorizing many numbers only using your brain Laws of Nature: e. Bellis died in March  Their
attorney must think in multiple dimensions and several moves ahead. Put another way, what is the closest
prior art you know of to your invention? What I recommend law students, patent bar exam students and
inventors do is practice writing method claims to a method of making a cake. This is often why inventors are
puzzled when they view an application. Question any use of "first", "next", or "followed by Note that there
have been some cases which still found infringement for multi-actor method claims, but these have usually
been in unusual cases where one of the actors was controlled by the other perhaps a central control computer
and a remote client computer executing instructions sent by the central computer or was effectively the same
party say, two different computers but both owned and operated by the same company, who was the party
being sued. For the summary, stick with me here. It does have some antecedent basis issues, but that is an
article or more to explain what that means in any meaningful way for the uninitiated. As an example, every car
needs a motor, tires and a fuel source, but these elements do not need to be included in an independent claim if
the invention is an improved turn signal. Maybe the claim would be better written in Jepson form? If a
dependent claim does not further define or restrict a term in the parent, then perhaps it should be dependent
upon a claim further up the chain. If all it adds is an element which is purely conventional, maybe it can be
omitted entirely. That should become your broadest independent claim. Now, if you want to start to worry
about prior art, what you do is figure out what is in the prior art and then take enough of those optional,
dependent claim steps on your list and add them to the independent claim you have. It is common, in fact
desirable, to have a number of independent claims describing the invention in varying breadth. Notice how
there is no process or method steps, and no ACTION words as we saw in Part 4 : The biggest challenge with
this type of claim is the problem of obviousness because of the ease with which one might be able to
experiment with other mixtures. Be Supported The claims have to be supported by the description. Or must
the element really be polyethylene and not polyvinyl chloride? She specialized in writing about inventors and
inventions, in particular. But, similar to finding the right doctor, after reading up on the subject, it mainly
comes down to finding somebody who cares. Structure A claim is a single sentence composed of three parts:
the introductory phrase, the body of the claim, and the link that joins the two. This might be a perfectly good
and patentable claim, but who would infringe it? For method claims - who is going to perform the method?
Anon October 12, am MaxDrei, The answer to your post is the great lawyer answer: it depends. Thus, if you
are going to move forward on your own you really must seek the available tools out there to facilitate
do-it-yourself efforts. Must the parts of the device be arranged in the specific way described? Then go through
your list and identify only those steps that are absolutely required to deliver on the promise of a cake at the
end. Begin with your broadest claims and then progress to narrower claims. Thus, if you are going to move
forward on your own you really must seek the available tools out there to facilitate do-it-yourself efforts.
Inventors who are going to attempt to draft their own patent applications need to go into the process with their
eyes wide open, realizing that the resulting patent application will be better if a patent attorney is involved in
the drafting, and most importantly understand that numerous things that you can and likely will do that will
lead to a resulting patent grant that is compromised, at best, or completely worthless in the worse case
scenario. For those who are not going to do it themselves the more you know and understand about drafting a
patent application, including patent claims, the better armed you will be to provide your patent attorney with
the information they need to create the best, most comprehensive patent application possible. Start claims on a
new page separate from the description and number each claim using Arabic numbers starting with 1. This
claim cannot be infringed because no one actor performs all of the steps. A new use for an old device can only
be claimed as a method. Absolutely not! The applicant must make the first move without knowing what the
examiner will use in reply. Look at the dependent claims, and ask the same questions - but remember that
dependent claims must be read in combination with all of the claims upon which they depend, and they are
intended to be narrower than all of the claims upon which they depend. And the fact that there is no second
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chance means that the first entry must be malleable enough to withstand the unforeseen and unknowable.
Create a list of every step you can imagine, from preheating the oven, to what temperature you preheat the
oven, to greasing the pan, to how you can tell the cake is done perhaps with the toothpick test to you name it.


